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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time maybe available under the provisions of 37 CFR 1.136(a). In no event, however, nnaya reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to communication(s) filed on 19 January 2005 . 
2a)n This action is FINAL. 2bM This action is non-final. 

3) n Since this application is in condition for allowance except for fomial matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parfe Quay/e, 1935 CD, 11, 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 5-29,31,35,37-41 and 45-53 is/are pending in the application. 

4a) Of the above claim(s) 5-8.11-15,22-27,31 and 47-49 is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) 13 Claim(s) 9,10,16-21,28,29,35,37-40 and 51-53 is/are rejected. 

7) [3 Claim(s) 41.45,46 and 50 is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1, 85(a). 
Replacement drawing sheet(s) including the con-ection is required if the drawlng(s) is objected to. See 37 CFR 1.121 (d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-{d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Claims 5-29, 31 , 35, 37-41 and 45-53 are pending in this application with claims 5- 
8, 11-15, 22-27, 31 and 47-49 withdrawn from consideration. The previous rejection of 
the claims under 35 U.S.C. 103 as obvious over Agback et al. and under 35 U.S.C. 112, 
first paragraph, are withdrawn in view of appplicants' arguments and amendments. 
New rejections are set forth below. 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 37, 38 and 39 are rejected under 35 U.S.C. 112, first paragraph, because 
the specification, while being enabling for treating specific diseases noted in the 
specification, does not reasonably provide enablement for preventing them or for 
treating all diseases. The specification does not enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention commensurate in scope with these claims. Applicants list for example, 
Alzheimers and cancer in their specification but also have generic formulae for a wide 
variety of disparate compounds. Alzheimers disease is treated with difficulty at present 
yet applicants' claim prevention with a large number of compounds. It is not known 
which compounds are suitable for preventing Alzheimers or for treating all types of 
cancer, leukemias etc. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 



Claims 9, 10, 16-21, 28, 29, 35, 38-40 and 51-53 rejected under 35 
U.S.C. 102(b) as being anticipated by Gapinsl<i, US 5235,064, or Cohen et al., US 
5,434,186. Cohen et al. disclose 5-[2-(2-ethoxy-2-oxoethyl)benzoyl]-2-methoxy 
benzenepropanoic acid ester, 5-[2-(2-ethoxy-2-oxoethyl)benzoyl]-2- 
hydroxybenzenepropanoic acid ester and 2-[(5-bromopentyl)oxy]-5-[2-(2-ethoxy-2- 
oxoethyl)benzoyl-benzenepropanoic acid ethyl ester. Gapinski discloses 5-[2- 
(carboxymethyl)benzoyl]-2-(decyloxy)-benzenepropanoic acid alpha-ethyl ester. 

Claims 41, 45, 46 and 50 are allowable, but objected to as dependent on rejected 
claims. 

Any inquiry concerning this communication should be directed to Peter G. 
O'Sullivan at telephone number (571)272-0642. 
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